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REMAltKS 

This paper is responsive to an Office Action dated April 1, 
2005. Prior to this amendment, claims 1-2, 4-11, 13-33, 35^36, and 39-54 

i were pending^. After amending claims 1 and 23, claims 1*2, 4"11, 13-33, 

35-36, and 39-54 remara pending. 

In Section 2 of the Office Action claims 1-2, 4 11, 13-33, 35- 
36, and 39-54 have been rejected under 35 U.S.C. 103(a) as xmpatentable 
with respect to Wahi et aL ("Wahi**; 4,899,372), in view of Kung et al, 
(TKung^; US 6,252,952), and further in view of Weinman (2002/0150220), 
With respect to claims 1 and 23, the Office Action states that Wahi 
discloses a lockout system, but acknowledges that Wahi does not disclose 
a gateway or traffic/control channels. The Office Action further states 

I that Kung teaches the use of various gateway and endpoints that are 

I connected to each otfaer^ and that inherently use traffic and control 

I 

channels. Further, the Office Action states that Weinman describes a 
phone that is able to selectively control connected external telephone 
lines, and that it woxald have been obvious for one of ordinary skill at the 
time of the invention to combine Wahi's POTS lockout system, as "Kung et 
al. would merely provide a more modem environment upon which the 
i teachings of Wahi would be implemented. Moreover, because Kung et al. 

teaches the ability to intercoimect and control standard POTS telephones, 
nothing that Wahi et al. teaches woiild interfere with or teach away from 
anything that Kxmg et aL teaches " The Office Action states that it would 
be obvious to combine Wein^oian with Wahi and Kimg to permit the 
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separate control of exterxxal telephone lines. This rejection is traversed as 
follows. 

An invention is xmpatentable if the differences between it 
and the prior art would have been obvious at the time of the invention. As 
stated in MPEP § 2148, there are three requireinents to establish a prima 
j&cie case of obviousness. 

First, there must be some suggestion or 
motivation, either in the references themselves or in the 
knowledge generally available to one of or.dinary skill in the 
art^ to modify the reference or to combine reference 
teachings. Second, there must be a reasonable expectation of 
success. Finally, the prior art reference (or references when 
combined) must teach or suggest all the claim limitations. 
The teaching or suggestion to make the claimed combination 
and reasonable e3q)ectation of success must both be found in 
the prior art and not based on applicant's disclosure. In re 
Vaecfc.947.R2d 488, 20 USPQ2d, 1438 (Fed. Cir. 1991). 

Wahi describes a POTS type system where the lines to the 
central ofi&ce are connected to telephone extensions (see the upper left 
hand corner of Fig, l), Wahi!s invention involves the use of blocking 
circuitry that is enabled through the use of two additional electrical lines 
(y and b) that are connected to each extension (coL 3, In. 28-40). When the 
y/b lines ate enabled at one extension phone, all the other phones are 
blocked &om the external teleplxone line. 

Generally, Kxmg describes an Internet Protckx)l based 
network 120 that can be integrated to communicate with other network 
types such a POTS 160, ATM 185, and a residential gateway 300, among 
others (coL 3, In. 21-33, see Fig. l), using a collection of gateways 
associated with IP station 200 (see Fig. 2). Fig. 3 describes a residential 
gateway 300, which is connected to customer premise equipment (CPE) 
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102 such as televisions, coinputGrs> and telephones (col. 3, In, 34-50). Fig. 
3 supports an explanation of the residential gateway 300. Residential 
gateway 300 couplee to general network 1 (of Fig. 1) through a transceiver 
302. Kung describes an intercom module (IM) 344 associated with the 
residential gateway that permits the CPE telephones to be used as 
intercoms, and a controller 306 that determines intercom paths (ooL 18, 
In. 56-67). The IM can also perform telephony services such as extension 
transfer^ conferencing, and caller ED (coL 19, In. 18-20). However, Kung 
provides no details as to how these functions are implemented. 

Generally^ Weinman describes an invention that permits the 
selective connection of a telephone to multiple external telephone lines 
(Abstract). This functionality is enabled through the use of a bridge 442, 
which is first introduced in para. [00231. Details of a bridge 520 are 
presented in [0025], Fig. 5. Here, Weinman explains that the bridge 520 
may selectively connect user 501 to external telephone line users 502-504. 
[0026], Fig. 6, describes some scenarios where the bridge is able to 
selectively connect user 501 to various external telephone lines (502-504). 

With respect to the first prima facie requirement to support a 
case for obviousness, the Applicant still respectfully submits that there is 
still no evidence to support a motivation to combine POTS and gateway 
telephone references.. The ReBponses to Arguments Section of the Office 
Action states that the motivation to combine can be fotmd in Kung at col. 
16, In. 59*67. This passages states that intercom module 344 may be used 
to enable POTS phones as an intercom. However, this argument confuses 
the issue. The issue is not whether a POTS system can be connected to, or 
. integrated with a gateway, the issue concerns whether there is a 
motivation to combine references. 
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The issue of motivation does xu>t concern iteelf with whether 
there is some element of conimonality between references. If it did, then 
any two references cotald be combined merely ae the result of a common 
keyword. Although a prior art device ''may he capable of beijag xAodijSLed to 
run the way the apparatus is claimed, there must be a suggestion of 
motivation in the references to do eo.** In re Mills, 916 F.2d 680, 682, 16 
USPQ2d 1430, 1432 (Fed. Cir. 1990). Here, the analysis must determine 
if there is any motivation to modify either Kung^s gateway or Weinman's 
bridge in such a manner as to teach the claimed invention. Wahi may 
provide a motivation to modij^ either Kung or Weinman to make obvious 
a digital lockout system. However, the claimed invention is not simply a 
lockout system. Alternately stated^ even if there is a motivation to 
combine the Wahi, Kung, and Weinman references, the invention 
suggested not the claimed invention. 

Considered from the perspective of the second prima ikcze 
requirement, even if an espert were given the Wahi, Kung, and Weinman 
inventions as a foimdation, there is no reasonable expectation that this 
expert could derive the claimed invention, since the claimed invention 
describes a functionality that is not present in any of the references. 

With respect to the third prima &cze requirement, there is at 
least one important distinction between the daimed invention and aU the 
cited prior art references. Although Weinman describes coxmections 
between a telephone and a plurality of external lines that are enabled 
through the use of a bridge, the connections are established by pushing 
buttons on a phone. Weinman's connections are established by a user on 
an ad Izoc basis. Like Wahi, Weinman's system does not permit the bridge 
to establish connections on the basis of the telephone number being called 
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or the telephone number originating the call. Alternately stated, the 
physical element of an external telephone line, which may be used to 
conduct a call between different telephones, should not be confused with a 
call being made on a particular external telephone line (associated with a 
particular telephone number). 

The Besponse to Arguments Section of the Office Action 
(page 11) states that the claimed invention does not recite a correlation 
between an "external telephone Une'' and a 'telephone number". 
However, that is exactly the meaxiing that the Applicant intends to give to 
the phrase "external telephone line"*. As is well understood) a call is either 
originated or received in association with a phone number. Although it 
seems clear to the Applicant that an external telephone only has meaning 
in the context of a. telephone number, the claims have been amended. To 
clarify that a "telephone line'' is not merely a physical wire, daims 1 and 
23 have been amended to recite that an external telephone line is 
associated with a unique telephone number. 

As noted in the previous Office Action response, Wahids 
system permits privacy to be enabled for a particular phone extension, for 
a particiilar call. However, Wahi's system does enable the public/privacy 
mode selections to be based upon the external telephone hne (telephone 
number) being used^ as recited in claims 1 and 23. By independently 
selecting modes of operation for different external telephone lines (the 
claimed invention), it is the external line (telephone number) that 
determines mode selection, not a button on a telephone or a user action. 
This is a novel approach to.configuring mode selection that is not taught 
in the prior art. The Applicant respectfully submits that a POTS 
telephone is incapable of such functionality. 
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To support the Applicant's position, an affidavit has been 
prepared by Gary Gaskill, enclosed as Attachment A. In his affidavit Mr. 
Gaskill states that the combination of prior art references does not 
suggest the limitations recited in the base claims. Mr. Gaskill states that 
the ability to set privacy/public modes independently for the external 
telephone line (telephone number) stems fcom a unique gateway 
processing method. Unlike conventional access systems, the claimed 
invention gateway differentiates on the basis of external telephone line 
and» therefore^ on the basis of telephone number. This permits an 
endpoint to be configured differently for each external telephone line 
(telephone number). In turn, imcoupling the endpoint from a particular 
telephone number enables the claimed privacy/public mode fttnctions. 

Section 716.01(a) of the MPEP states that affidavits 
presented to rebut obviousness rejections must be considered by the 
Examiner, StratoSex, Inc., v. Aeroquip Corp, 713 F.2d 1530, 1538, 218 
USPQ 871, 879 (Fed. Cir, 1983), As an e3cpert in the field, Mr. GasHU ia 
likely to have to best understanding of all the involved parties, as to how 
both the claimed invention and prior art operates. As a resxilt, Mr. 
GasMIl's are dispositive in the issue of whether any of the prior references 
actually describe the claimed pubUc/privacy modes. Fiu1;her^ "some 
weight ought to be given to a persuasively supported statement of one 
skilled in the art on what was not obvious to him." In re LixideU, 385 F.2d 
463, 456, 155 USPQ, 521, 524 (CCPA 1967). 

In summary, the combination of references does not teach all 
the limitations of claims 1 and 23. Claims 1 and 23 recite the limitations 
of independently selecting privacy/public mode options for external . 
telephone lines (telephone numbers), and selectively^ excluding bridges 
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between an external telephone line (telephone ntxxober) and Home 
Network endpoints in response to the selection the privacy mode. Wahi 
showe no selective control over which extensions are disconnected. 
Therefore, Wahi cannot perform either of these fimctiozxs. Kung describes 
only intercom, transfer, and conferencing telephony functions. Kung does 
not describe the selection of piiblic/privac^ modes of operation on the basis 
of the external telephone Une being used- Weinuman describes the 
selective connection of a telephone to various external telephone lines. 
However, Weinman does not show connections being made in respoi^ee to 
the telephone nxunber being nsed. 

With respect to claim 1 and 23, the combination of all these 
references does not teach that privacy/public mode functions can be 
independently selected on the basis of the external telephone line 
(number) being used. Eegaxdless of whether it makes sense to combine 
the references, that combination caixoot make the claimed invention 
obvious since the claimed invention includes at least one feature that is 
not specifically tau^t or suggested by any of the references. Hierefore, . 
the combination of references neither explicitly describes all the 
limitations of claims 1 and 23, nor suggests modifications that make these 
claims obvious. Claims 2, 4*11, 13^22, and 46 48, dependent &om daim 1, 
and claims 24-33, 35-36, 39-45, and 49-54. dependent firom daim 23, enjoy 
the same benefits and the ^plicant respectfully requests that the 
rejections be removed. 
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It is believed that the application is in condition for 



allowance and reconsideration is earnestly solii 
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